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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1. 1 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since 
this application is eligible for continued examination under 37 CFR 1.114, and the 
fee set forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous 
Office action has been withdrawn pursuant to 37 CFR 1.114. Applicant's 
submission filed on 5 February 2007 has been entered. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

3. A person shall be entitled to a patent unless - 

4. (b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 20, 23-25, 27 and 29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Atobe JP 59-50190. Atobe teaches a brass plate coated with NiP 
having 16.5 % by weight of phosphorus. See Atobe (Working Example 3 on 
pages 4 and 5 of the translation). With respect to Claim 23, it would be expected 
that the bath pH would be less than 6 in view of the various highly acidic species 
present. 

6. Claims 27, 29, and 31 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Rice et al. USPN 4,888,574. Rice teaches a copper foil coated with NiP and 
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insulating layer. See Rice et al. (col. 2, line 31 through col. 6, line 28). Absent a 
showing to the contrary, it would be expected that the NiP layer of Rice would be 
indistinguishable from one formed by the claimed product-by-process limitation. 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 1 02 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co. , 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. Claims 20, 22-27, and 29-31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Rice et al. USPN 4,888,574 in view of Kazonovtse et al. (WPI 
World Patent Information Derwent, Vol. 29) for the reasons of record in the Office 
Action mailed on 3 November 2006. 

10. Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rice et 
al. USPN 4,888,574 in view of Gales et al. WO 01/63016. Rice teaches a copper 
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foil coated with NiP and insulating layer. See Rice et al. (col. 2, line 31 through 
col. 6, line 28). Absent a showing to the contrary, it would be expected that the 
NiP layer of Rice would be indistinguishable from one formed by the claimed 
product-by-process limitation. Rice may not teach the claimed Rz value. Gales 
teaches forming copper foil with claimed Rz value on each side in order to 
provide a good foil with smooth surface from which an effective circuit board can 
be fabricated. See Gales et al. (page 5, lines 9-13). It would have been obvious 
to one of ordinary skill in the art at the time of the invention to fabricate the board 
of Rice with the foil of Gales, as Rice teaches a method of making a circuit board 
using generic copper foil and as Gales teaches a specific foil that is effective for 
making a circuit board. 

Response to Amendment 

1 1 . In view of applicant's amendments and arguments, applicant traverses the 
section 1 1 2, first paragraph rejection of the Office Action mailed on 3 November 
2006. Rejection is withdrawn. 

12. In view of applicant's amendments and arguments, applicant traverses the 
section 1 02 rejection over Kiyokawa of the Office Action mailed on 3 November 
2006. Rejection is withdrawn. 

13. In view of applicant's amendments and arguments, applicant traverses the 
section 1 03 rejection over Rice in view of Kazanovtse of the Office Action mailed 
on 3 November 2006. Applicant argues that applicant has demonstrated 
unexpected results by virtue of improved appearance results, which arguably are 
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evidence of a structural feature absent in the prior art. Applicant's argument is 
. not persuasive since the improved appearance is attributed to different plating 
solution flow patterns which are not claimed. See Specification (first line of page 
19). Applicant has not demonstrated that these different solution flow patterns 
necessarily arise from the claimed plating bath solution composition, including, 
particularly, the amount of nickel sulfamate. Rejection is maintained. 

14. In view of applicant's amendments and arguments, applicant traverses the 
section 1 03 rejection over Atobe of the Office Action mailed on 3 November 
2006. Applicant argues that Atobe does not relate to a circuit board. Atobe 
teaches a brass plate, which can be identified with the claimed "copper foil," and 
a NiP layer formed by the claimed product-by-process limitation. Applicant has 
not defined "copper foil" in a manner that precludes encompassing a brass plate. 
Applicant's claimed "circuit board" is described as constituting a foil and NiP 
layer, which encompass Atobe's article. In contrast to a conventional circuit 
board, the claimed circuit board does not necessarily contain an insulating layer 
since only claim Claim 31 refers to this limitation and does not necessarily 
contain patterned circuits since Claim 31 only contemplates but does not demand 
patterned circuits. Although the section 103 rejection over Atobe has been 
withdrawn, Atobe has been used in new rejections as set forth above. 

15. In Claims 20 and 27, applicant has used an unconventional spelling for 
"aluminum" and may choose to use the conventional spelling. 
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Conclusion 



16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael La Villa whose telephone number is 
(571) 272-1539. The examiner can normally be reached on Monday through 
Friday. 

1 7. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer McNeil can be reached on (571) 272-1540. The fax phone 
number for the organization where this application or proceeding is assigned is 
571-273-8300. 

1 8. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 



Michael La Villa 
26 February 2007 
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